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DETAILED ACTION 

Acknowledgements 

1 . In view of the appeal brief filed on 25 April 2008, PROSECUTION IS HEREBY 
REOPENED. New grounds of rejection are set forth below. Claims 1-18 are pending. 



Claim Rejections - 35 USC § 101 

2. 35 U.S.C. §101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

3. Claims 1-6 are rejected under 35 U.S.C. § 101 because the claimed invention is directed to 
non-statutory subject matter. 

4. Based on Supreme Court precedent 1 and recent Federal Circuit decisions, § 101 process 
must (1) be tied to another statutory class (such as a particular apparatus) or (2) transform 
underlying subject matter (such as an article or materials) to a different state or thing. 2 If 
neither of these requirements is met by the claim(s), the method is not a patent eligible 
process under 35 U.S.C. § 101. 

5. In this particular case, the method in claim 1 is directed to non-statutory subject matter 
because it is not tied to another statutory class nor does the claim transform an element to a 
different state or thing. 



1 Diamond v. Diehr, 450 U.S. 175, 184 (1981); Parkerv. Hook, 437 U.S. 584, 588 n.9 (1978); Gottschalk 
v. Benson, 409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780, 787-88 (1876). 

2 The Supreme Court recognized that this test is not necessarily fixed or permanent and may evolve with 
technological advances. Gottschalk v. Benson, 409 U.S. 63, 71 (1972). 
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Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art 
are such that the subject matter as a whole would have been obvious at the time the invention was made to 
a person having ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 



7. Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over Barzilai et al. 
(U.S. 20020029201) ("Barzilai"), in view of Bowman- Amuah (U.S. 6697824) ("Bowman"). 

8. As per claims 1-18, Barzilai discloses an invention comprising of storage medium/software 
combination means fl| 42-43, 50-52 and figure 1) to perform the following: 

A. ("obtaining digitally-signed privacy-use information for each participant; "); 
("privacy information comprises a P3P policy ") -The marketplace prompts the 
user for privacy policy information, preferably based on a standard form or language 
for recording privacy preferences and choices, such as an extension of the above- 
mentioned P3P standard flf 12, 24, 46). Marketplace also obtains seller's privacy 
policy (Tl 13), which has to match the buyer's; 

B. ("sharing the digitally-signed privacy-use information with any participants 
interested in doing business with each other in the E-marketplace") - 
Marketplace shares buyer's privacy policy with sellers that have compatible policies 
fl[ 14, 22, 24); 

C. The information is made available to all eligible to receive the information (i.e., 
buyers and sellers) fl[22, 24); 
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D. ("requesting each participant to submit said digitally-signed privacy-use 
information to the E-marketplace as part of a registration procedure for the E- 
marketplace ") -With regard to the registration process, Merriam- Webster's 
dictionary describes register as: "1 a: to make or secure official entry of in a register 
b: to enroll formally especially as a voter or student c: to record automatically : 
indicate d: to make a record of : note e: perceive;". The prior art teaches that a buyer, 
seeking to purchase an item of goods or services of a particular type, logs into the 
market maker's Web site, at a log-in step 30 fl| 54). According to Merriam- Webster's 
dictionary, to log is described as: "2: to make a note or record of : enter details of or 
about in a log ". In this case, log-in step is equivalent to the registration step because 
both take entries of information about the users; 

E. ("and storing all of said submitted digitally-signed privacy-use information") - 
Storing information flf 14, 79); 

9. Barzilai did not explicitly describe an invention in which the privacy information received 
from the users is digitally signed. 

10. However, Bowman describes an e-commerce environment in which information received 
from sender/receiver is digitally signed (Col. 68, Lines 20-26). Therefore, it would have 
been obvious for one skilled in the art, at the time of applicant's invention to implement 
digital signature in an invention that deals with privacy in an electronic marketplace. 

1 1 . The motivation for doing so would be to ensure that the identities of the sender and receiver 
of information in a digital marketplace are known and the information sent arrives unaltered 
(Bowman, Col, 70, Lines 28-34 and 58-67). 
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Conclusion 

12. Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to EVENS J. AUGUSTIN whose telephone number is 571-272-6860. The 
examiner can normally be reached on 10am - 6pm M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 

supervisor, Andrew Fischer can be reached on (571)272-6779. 



/Evens J. Augustin/ 
Evens J. Augustin 
July 9, 2008 
Art Unit 3621 



/ANDREW J. FISCHER/ 

Supervisory Patent Examiner, Art Unit 3621 



